REMARKS 

Claims 1-27 remain pending in the application. Reconsideration is respectfully 
requested in light of the following remarks. 

Section 102(b) Rejection : 

The Examiner rejected claims 1-3, 5-13, 15-21 and 23-27 under 35 U.S.C. § 
102(b) as being anticipated by Gardner, et al. (U.S. Patent 5,758,327) (hereinafter 
"Gardner"). Applicant respectfully traverses this rejection for at least the reasons below. 

Regarding claim 1, Gardner does not disclose accessing a user modifiable 
configuration file comprising a selected Ust of criteria on which line items are to be 
sorted into purchase orders; and modifying a selected list of criteria in response to user 
input , wherein all items of a given purchase order have matching criteria data with 
respect to any criteria of the modified list of criteria. Instead, Gardner teaches only that 
line items of a requisition may be grouped into multiple purchase orders based on various 
criteria (Gardner, column 3, lines 9-17; colunrn 3, lines 33-61; column 7, lines 12-30; and 
column 9, lines 3-13). Gardner does not mention anything regarding modifying the 
list of criteria used to determine how line items of a requisition are grouped into 
purchase orders. 

Nor does Gardner teach that all items of a given purchase order have 
matching criteria data with respect to any criteria of the modified list of criteria. 

Nor does Gardner teach that his criteria are stored in a user modifiable 
configuration file. 

In the Response to Arguments, the Examiner contends, without citing any 
particular portion of Gardner, that Gardner's criteria are established as per business rules 
and that a "user must input such list (or modify such list) in order to maintain adherence 
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to business rules." The Examiner further concludes, "the claims, as amended, still 'read 
on' Gardner". Applicant respectfully disagrees with the Examiner's interpretation of 
Gardner. In contrast to the Examiner's contention, Gardner does not teach that a user 
must modify the criteria used to determine how to group purchase orders. In fact, 
Gardner specifically teaches several criteria that would not require any user input 
modifying a list of criteria. First of all, Gardner teaches that the number of requisition 
orders may be determined based on the same factors for determining the number of sub- 
requisitions (Gardner, column 3, lines 33-61 and column 9, lines 3-7). Regarding sub- 
requisitions, Gardner teaches that the "number of sub-requisitions may correspond to the 
number of identified items in the requisition" as well as other factors, "such as whether 
the items are catalog or non-catalog items, the number of vendors from whom the items 
will be ordered, and/or the expense types of the items" (Gardner, column 3, lines 12-17, 
column 7, lines 19-22). None of the variety of criteria mentioned by Gardner would 
require that a user modify the list, as asserted by the Examiner. 

Moreover, Gardner fails to disclose that the list of criteria used to sort line 
items into purchase orders is modified in response to user input. The Examiner is 
merely speculating regarding the details of Gardner's system. The Examiner's assertions 
are unsupported by what is actually described in the reference. As noted above, the 
specific criteria taught by Gardner do not require modification in response to user input. 
Furthermore, if relying on a theory of inherency, the Examiner must "make clear that the 
missing descriptive matter is necessarily present in the thing described in the reference, 
and that it would be so recognized by persons of ordinary skill" (emphasis added). In the 
present rejection, the Examiner merely asserts (without citing any support in Gardner) 
that a user must modify the list of criteria used to determine the number of purchase 
orders in Gardner's system. As noted above, Gardner does not disclose that his system 
modifies the selected list of criteria in response to user input. The Examiner has not 
provided any extrinsic evidence that Gardner's system necessarily includes modifying 
the selected list of criteria in response to user input. Instead, the Examiner merely makes 
conclusory statements regarding what the Examiner thinks a user must do "in order to 
maintain adherence to business rules". However, Gardner does not disclose that the 
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criteria for determine how many purchase orders (and which items go on which purchase 
order) must be modified by a user "in order to maintain adherence to business rules" as 
suggested by the Examiner. Gardner clearly fails to disclose the subject matter on which 
the Examiner relies. Thus, Gardner fails to anticipate Applicant's claim. 

Applicant reminds the Examiner that anticipation requires the presence in a single 
prior art reference disclosure of each and every limitation of the claimed invention, 
arranged as in the claim . M.P.E.P 2131; Lindemann Maschinenfabrik GmbH v. American 
Hoist & Derrick Co., 221 USPQ 481, 485 (Fed. Cir. 1984). The identical invention must 
be shown in as complete detail as is contained in the claims. Richardson v. Suzuki Motor 
Co., 9 USPQ2d 1913, 1920 (Fed. Cir. 1989). For the reasons discussed above, Gardner 
clearly cannot be said to anticipate claim 1 . 

Thus, the rejection of claim 1 is not supported by the cited art and removal thereof 
is respectfully requested. Similar remarks apply to independent claims 1 1 and 21 . 

Applicant also asserts that numerous ones of the dependent claims recite further 
distinctions over the cited art. However, since the rejection has been shown to be 
unsupported for the independent claims, a further discussion of the dependent claims is 
not necessary at this time. 

Allowable Subject Matter : 

Claims 4, 14 and 22 were objected to as being dependent upon a rejected base 
claim, but would be allowable if rewritten in independent form. In light of the above 
remarks, Apphcant submits that claims 4, 14 and 22 are allowable in their current form. 
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CONCLUSION 



Applicants submit the application is in condition for allowance, and prompt notice 
to that effect is respectfully requested. 

If any fees are due, the Commissioner is authorized to charge said fees to 
Meyertons, Hood, Kivlin, Kowert, & Goetzel, P.C. Deposit Account No. 501505/5681- 
90900/RCK. 

Also enclosed herewith are the following items: 



Meyertons, Hood, Kivlin, Kowert, & Goetzel, P.C. 

P.O. Box 398 

Austin, TX 78767-0398 

Phone: (512) 853-8850 

Date: August 2. 2006 
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^ Retlun Receipt Postcard 
I I Petition for Extension of Time 
O Notice of Change of Address 
□ Other: 



Respectfully submitted. 




Robert C. Kowert 
Reg. No. 39,255 

ATTORNEY FOR APPLICANT(S) 



